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Responsive to Office Action of November 28, 2005 

Remarks/Arguments: 

Reconsideration of the application is requested. 

Claims 1 and 3-11 are presently pending in the application. Claims 1 and 11 have 
been amended. 

More specifically, the claims have been amended once more in an honest effort to 
further the prosecution of the application and to expedite the application towards 
allowance. While it is strongly believed that the claims, as previously presented, 
were allowable over the latest applied combination of prior art, the claims have been 
rewritten with yet more detail that distinguishes the invention even more clearly. 

The claims were rejected under 35 U.S.C. § 103(a) as allegedly being obvious over 
Tomaru (U.S. Patent No. 5,531 ,317) in view of Polz et aJ. (WO 00/69704). The PCT 
publication is substantially identical to U.S. Patent No. 6,755,268 (hereinafter "Polz") 
and, accordingly, we will make reference to the corresponding U.S. Patent in the 
following discussion. 

According to the Examiner, the reference to Tomaru "discloses the claimed invention 
except for the explicit disclosure of a lever member pre-designed Jor impact 
absorption". Office action, page 2. 

The Examiner then cited Polz and pointed to the disclosure of a hinge of a motor 
vehicle front hood which, in the event of a pedestrian impact w undergoes a plastic 
deformation," Polz, col. 3, lines 24-27. 
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The Examiner concluded that it 'S/vouid have been obvious . . . to have utilized the 
impact absorbing connection ... in the event of impact between a human and shift 
lever, the lever with easily deform. " Office action, page 3, top. 

The rejection is clearly in error. First, it is based on impermissible hindsight and, 
second, the combination of the teachings does not lead to the invention defined in 
the claims. 

Tomaru indeed shows a steering column lock with a locking handle next to the 
column. With the handle 1 1 pivoted up, the steering column is locked, with the 
handle 1 1 pivoted down, the column is released for adjustment. That is, the "release 
position is below the locking position," as recited in cairns 1 and 11. 

Tomaru does not provide for the "design buckling" as it is recited in the claims, which 
causes the handle component to move towards the casing tube encasing the 
steering column. 

Two steps are required at this point: First, the person of ordinary skill in the art would 
have to recognize the problem. Second, of many possible solutions, the person of 
ordinary skill in the art would have to look for and find Polz, and combine the 
teaching of the secondary reference with those of the primary reference Tomaru. It is 
quite clear that the Examiner has not carried his burden of making out a prima facie 
case of obviousness. 

P0I2 is concerned with a bivalent problem. On the one hand, the hinge should be 
rigid and non-buckling in the event of a front-impact crash. On the other hand, the 
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hinge should give on the occasion that a pedestrian lands on the hood. That is, the 

hinge should be completely resistant to impact along the horizontal (in this drawing 

Fig. 2), yet should deform on occasion of an impact with a vertical force component. 

That is, Polz's hinge is configured Buckling impact 

direction 

for two directions of impact, where \ X ^ 

one direction allows buckling while 
the other direction does 

Non-buckling o. 
not. impact direction 



We would not disagree with a 

statement that the mechanical arts / 7 

12 

know "predetermined buckling points." We also agree that the mechanical arts have 
known such predetermined buckling points for safety reasons. We do not agree, 
however, with the statement that Polz teaches an obvious modification of the primary 
reference Tomaru. 



In order for an obviousness rejection to withstand scrutiny, the rejection must satisfy 
certain requirements: When "it is necessary to select elements of various teachings 
in order to form the claimed invention, we ascertain whether there is any suggestion 

or motivation in the prior art to make the selection made by the applicant". 

t 

Interconnect Planning Corp. v. Feil . 227 USPQ 543, 551 (Fed. Cir. 1985) (emphasis 
added). "Obviousness can not be established by combining the teachings of the 
prior art to produce the claimed invention, absent some teaching, suggestion or 
incentive supporting the combination". In re Bond , 15 USPQ2d 1566, 1568 (Fed. 
Cir. 1990). "Under Section 103 teachings of references can be combined only if 
there is some suggestion or incentive to do so." ACS Hospital Systems. Inc. v. 
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Montefiore Hospital et aL 221 USPQ 929, 933, 732 F.2d 1572 (Fed. Cir. 1984) 
(emphasis original). "Although a reference need not expressly teach that the 
disclosure contained therein should be combined with another, the showing of 
combinability, in whatever form, must nevertheless be 'clear and particular.'" 
Winner Int'l Royalty Corp. v. Wano . 53 USPQ2d 1580, 1587, 202 F.3d 1340 (Fed. 
Cir 2000) (emphasis added; citations omitted); Brown & Williamson Tobacco Corp. 
v. Philip Morris. Inc. . 56 USPQ2d 1456, 1459 (Fed. Cir Oct. 17, 2000). We cannot 
find any "clear and particular" teaching or suggestion in either reference to lead to 
the combination. 

In establishing a prima facie case of obviousness, it is incumbent upon the Examiner 
to provide a reason why one of ordinary skill in the art would have been led to modify 
a prior art reference or to combine reference teachings to arrive at the claimed 
invention. Ex parte Cla pp. 227 USPQ 972, 973 (Bd. Pat. App. & Int. 1985). To this 
end, the requisite motivation must stem from some teaching, suggestion, or 
inference in the prior art as a whole or from the knowledge generally available to one 
of ordinary skill in the art and not from applicants' disclosure. See, for example, 
Uniroval. Inc. v. Rudkin-Wilev Corp. . 837 F.2d 1044, 1052, 5 USPQ2d 1434, 1439 
(Fed. Cir, 1988). The Examiner has not provided the requisite reason why one of 
ordinary skill in the art would have been led to modify Tomaru's teachings with Polz 
in order to arrive at the claimed invention. 

The one thing that is obvious, is that any teaching, suggestion, or incentive possibly 
derived from the prior art is only present with hindsight judgment in view of the 
instant application. "It is impermissible, however, simply to engage in a hindsight 
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reconstruction of the claimed invention, using the applicant's structure as a template 
and selecting elements from references to fill the gaps .... The references 
themselves must provide some teaching whereby the applicant's combination would 
have been obvious." In re Gorman , 18 USPQ2d 1885, 1888 (Fed. Cir. 1991) 
(emphasis added). Here, no such teaching is present in the cited references. 

In terms of a more "structural, mechanical" argument, the hinge arm 10, 1 1 of Polz is 
not a lever. It does not have a free end and an articulated end. The hinge arm is 
rigidly mounted to the chassis of the automobile. The hood 1 is articulated at the arm 
1 1 . When the hood is impacted from the front end (e.g., horizontal force vector) the 
arm 10, 11 should not deform. When the hood is impacted from above - e.g. by a 
pedestrian - then the arm 10, 11 should deform at the buckling point 12. The design 
deformation would tend to "straighten" the arm 10,11. If one were to apply this to 
Tomaru, the handle 1 1 would align with the long direction of the lever 11a and, if 
anything, the handle would stick out even farther and be even more of a hazard to 
the driver. 

Much in contrast, the claims require that the plastic deformation of the device in the 
case of a crash causes the handle to move "toward said tilt-adjustable casing tube." 
That is, the combination, even if it were proper, would not lead to the claimed 
invention. 

In summary, the prior art does not show or suggest an actuating lever for a steering 
column having an angled region formed with a predetermined buckling point and 
being configured as a deformation element for absorbing energy wherein the 
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actuating lever is plastically deformable in a crash such that the handle component 
moves toward the tilt-adjustable casing tube, as recited in amended claims 1 and 11. 

The art does not teach or suggest the features of claim 1 or 11 . Claims 1 and 1 1 
are, therefore, patentable over the art. 

In view of the foregoing, reconsideration and allowance of claims 1 and 3-1 1 are 
solicited. 

Please charge any fees that might be due with respect to Sections 1.16 and 1 .1 7 to 
Deposit Account No. 12-1099. 

Respectfully submitted, 



Werner H. Sterner (Reg. No. 34,956) 

January 3, 2006 

Lemer Greenberg Sterner LLP 
Post Office Box 2480 
Hollywood, FL 33022-2480 
Tel: (954)925-1100 
Fax: (954)925-1101 
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